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REMARKS 



Claims 1-50 are pending. 



The Applicants respectfully request reconsideration of the 
Restriction Requirement in view of the remarks below. 

The Examiner issued a restriction requirement alleging five 
inventions are present in the application as follows: 



Group I: claims 1-9 and 16-24; 

Group II: claims 1-7 and 10-23; 

Group III: claims 25-38; 

Group IV: claims 39-45; and 

Group V: claims 46-50. 



The Examiner further requires that upon electing any of 
groups 1-V, Applicant must select one sequence from SEQ ID NO:l, 
SEQ ID NO:2, and SEQ ID NO:3. 



The Applicants traverse the present restriction requirement. 
As required under 37 C.F.R. § 1.499 the Applicants elect, with 
traverse, claims 1-9 and 16-24 (Group I) . As required, Applicants 
select, with traverse, SEQ ID NO: 3. 



Inventive Concept Under PCT Rule 13.1 



The Examiner alleges in item #1 on page 2 of the Restriction 
Requirement, that the application contains inventions which are 
not so linked as to form a single general inventive concept under 
PCT Rule 13.1. The Examiner alleges that a " single stranded DNA 
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binding protein that complements ssDNA of a geminivurs [sic] and 
interferes with viral movement is known in the [c]art" and cites 
Padidam et al., J. Virology, 1999, vol 73, 1609-1616. 

The cited Padidam reference is not prior art to the present 
patent application. The Examiner is directed to the priority 
claim issued in the filing receipt wherein the present 
application claims benefit of U.S. Serial No. 60/076,627 filed 
March 03, 1998. The Padidam reference, which was published in 
1999, cannot be prior art to the present application. Because the 
Padidam reference is not prior art, it cannot serve to remove 
technical features that define a contribution that the claims of 
the present application, considered as a whole, make over the 
prior art. See PCT Rule 13.2. 

Restriction: When Proper 

"If two or more independent and distinct intentions are 
claimed in one application, the Director may require the 
application to be restricted to one of the inventions." 35 U.S.C. 
§ 121. 

The Director sets forth the criteria for a proper 
restriction between patentably distinct inventions in MPEP 803: 

A. The inventions must be independent or distinct as claimed; 
and 

B. There must be a serious burden on the examiner if 
restriction is required. 

The MPEP further provides definitions for "independent" and 
"distinct". See MPEP § 802.01. "The term " independent" (i.e., not 
dependent) means that there is no disclosed relationship between 
the two or more subjects disclosed, that is, they are unconnected 
in design, operation, or effect...". "The term "distinct" means 
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that two or more subjects as disclosed are related. . . but are 
capable of separate manufacture, use, or sale as claimed, AND ARE 
PATENTABLE (novel and unobvious) OVER EACH OTHER (though they may 
each be unpatentable because of the prior art)". Emphasis as set 
forth in the MPEP § 802.01. 

Claim Group I 

The Applicants respectfully submit that claims 10-15 
(included in Group II) should also be included in Claim Group I 
(claims 1-9 and 16-24) as discussed below. The Examiner sets 
forth Claim Group I as " claim (s) 1-9 and 16-24 drawn to a method 
for producing a plant resistant to a ssDNA virus comprising 
introducing a gene encoding a ssDNA binding protein in a plant" . 
See page 2, item #1 of the Restriction Requirement. Claims 10-15 
are directed to the "method of claim 1 wherein said introducing 
comprises contacting said plant with a composition containing an 
expression vector capable of expressing said ssDNA-binding 
protein". See, e.g, claim 10. 

The Applicants respectfully submit that one of ordinary 
skill in the art, in view of the specification and the claims as 
originally filed, would hold that the subject matter of claims 1- 
9 and 16-24 (Group I) and claims 10-15 are not independent (they 
are related) . 

Specifically, there is a disclosed relationship between the 
subject matter of claims 1-9 and 16-24 (Group I) and claims 10- 
15; they are connected in design (e.g, introducing the ssDNA- 
binding protein into a plant by gene expression) , in operation 
(e.g, binding of ssDNA-binding protein to ssDNA virus), and in 
effect (e.g, production of resistance to a ssDNA virus in the 
plant) . Thus, claims 1-9 and 16-24 (Group I) and claims 10-15 are 
not independent. 
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Further, the Examiner has not alleged that the subject 
matter of claims 1-9 and 16-24 (Group I) and claims 10-15 are 
distinct. If, upon further review, the Examiner wishes to 
establish that the subject matter of claims 1-9 and 16-24 (Group 
I) and claims 10-15 are distinct, the Examiner must demonstrate 
that two or more subjects as disclosed are related and are 
patentable over each other. 

Still further, the Examiner has not demonstrated that there 
is a serious burden in terms of search and examination. The 
Examiner alleges on page 5, item #10 of the Restriction 
Requirement that "these inventions ... have acquired a separate 
status in the art as shown by their different classification...". 
However, the Examiner has not provided the alleged "different 
classification" . There must be a serious burden on the Examiner 
if restriction is required (see MPEP 803) . 

Therefore, the criteria for proper restriction of claims 1-9 
and 16-24 (Group I) and claims 10-15 (included in Group II) 
either have not been meet or have not been addressed by the 
Examiner. The Applicants respectfully request that claims 1-9, 
10-15, and 16-24 be combined into a single restriction group 
reciting claims 1-24. 

Claim Groups III and IV 

The Examiner alleges that Claim Groups III and IV are 
unrelated. See page 5, item #9 of the Restriction Requirement. 
The Applicant's respectfully submit that claim Groups III and IV 
are related. Claim Group III (claims 25-38) is directed to "a DNA 
expression vector comprising a nucleotide sequence that encodes a 
ssDNA-binding protein of the Inoviridae virus family, wherein the 
vector is capable of expressing said protein in plants" . Claim 
Group IV (claims 39-45) is directed to "a composition for 
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producing resistance to a ssDNA virus that infects plants 
comprising an effective amount of a DNA expression vector 
comprising a nucleotide sequence that encodes a ssDNA-binding 
protein of the Inoviridae virus family, wherein the vector is 
capable of expressing said protein in said plants" . In view of 
the disclosure, one of ordinary skill in the art will recognize 
that the claims are related. 

Specifically, there is a disclosed relationship between the 
subjects of claim Groups III and IV; they are connected in design 
(e.g., introduces ssDNA-binding protein into a plant by gene 
expression of the DNA expression vector), in operation (e.g., 
both the DNA expression vector and the composition comprising the 
DNA expression vector are capable of expressing the ssDNA protein 
of the Inoviridae virus family in plants), and in effect (e.g, 
expressed ssDNA-binding protein produces resistance to a ssDNA 
virus in a plant) . Accordingly, Claim Groups III and IV are not 
independent . 

Further, the Examiner has not alleged that Groups III and IV 
are distinct. If, upon further review, the Examiner wishes to 
establish that claim Groups III and IV are distinct, the Examiner 
must demonstrate that two or more subjects as disclosed are 
related and are patentable over each other. 

Still further, the Examiner has not demonstrated that there 
is a serious burden in terms of search and examination. The 
Examiner alleges on page 5, item #10 of the Restriction 
Requirement that "these inventions ... have acquired a separate 
status in the art as shown by their different classification...". 
However, the Examiner has not provided the alleged "different 
classification" . There must be a serious burden on the Examiner 
if restriction is required (see MPEP 803) . 

Therefore, the criteria for proper restriction of claims 25- 
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38 (Group III) and claims 39-45 (Group IV) have not been meet or 
have not been addressed by the Examiner. The Applicants 
respectfully request that claims 25-38 (Group III) and claims 39- 
45 (Group IV) be combined into a single restriction group 
reciting claims 25-45. 



The Applicants respectfully request reconsideration of the 
Restriction Requirement. Specifically, the Applicant request that 
claims 10-15 be included in Claim Group I and that Claim Groups 
III and IV be combined for the reasons set forth in the remarks 
above. If the Examiner requires clarification or has questions 
regarding this matter, the Examiner is encouraged to contact the 
representative for the Applicants at the phone number listed 
below. 

The Commissioner is hereby authorized to charge Deposit 
Account No. 19-0962, should any additional fees be required in 
this application. 



THE SCRIPPS RESEARCH INSTITUTE 
10550 North Torrey Pines Road 
Mail Drop TPC 8 
La Jolla, California 92037 
(858) 784-2937 



CONCLUSION 



Respectfully submitted, 
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